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DETAILED ACTION 

Status of Claims 

1 . Due to communications filed 9/30/05, the following is a final office action. Due to 
the petition decision filed 6/6/07, the previous abandonment filed 9/20/06 has been 
withdrawn, and the previous action will be re-issued with a new response period. Claim 
1 has been amended. Claim 2 has been cancelled. Claim 1 and 3-5 are pending in this 
application and have been examined on the merits. The previous rejection has been 
maintained. 



Claim Rejections - 35 USC § 102 

2. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 1 02 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

3. Claims 1 , 3 are rejected under 35 U.S.C. 1 02(b) as being anticipated by Otani et 
al (US 6,106094). 

As per claim 1 , Otani et al discloses: 

Franking machine with at least one print head of an inkjet print mechanism for 
printing flat postal objects such as letters or postcards, (Col. 6, lines 59-64, shows 
printing head, and the evaluation of printed letters), insertable into or passing through 
the machine, (Abstract, lines 1-3, shows printer apparatus with an input unit for printing 
input data), comprised of a guide part, (Col. 4, lines 49-50, show paper conveying 
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portion constituted by a guide), and further relative to its jet a transport device for and 
oppositely positioned conveying rollers rotating about axes oriented transverse to the 
conveying direction, (Col. 4, lines 38-40, arranged so as to project about the print head, 
shows payer conveying unit conveys the printing paper beneath the printing heads, in 
this case, the paper conveying unit represents the transport device), wherein the 
transport device has two drive rollers connected driving connection with one another 
and forming together with the guide part a conveying path, which drive rollers, when 
viewed in the conveying direction, are arranged before and behind the print head, (Col. 
18, lines 46-48, shows that each unit is constituted by a roller)... and which is reversibly 
liftable, (Col. 18, lines 35-37, shows a paper inversion unit for inverting the printing 
paper), wherein a sensing wheel (38, 119) is arranged between the drive rollers (32, 33; 
127, 113) which sensing wheel is driven by the postal object passing along and is 
correlated with an encoding device (122) for the purpose of speed and position 
monitoring of a postal object to be transported, (col. 4, lines 48-52, shows paper 
conveying portion includes a sensor for detecting the position of the printing paper, and 
an encoder for detecting the sheet conveyance speed form the rotation speed of the 
roller), respectively, for controlling printing on a postal object, wherein the opening 
plane, having correlated therewith transporting the postal objects between encoding 
device (122) is connected to a control unit connected to a computer, (Col. 4, lines 52- 
58, shows control portion). 

Otani et al does not specifically disclose a counter pressure roller arranged 
opposite thereto, respectively, which exerts a pressure against one drive roller or the 
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postal object transported there between, however, this limitation is inherent with Otani et 
al since Otani et al does disclose feed rollers at each printing unit as disclosed above. 
In the printing art, feed rollers rotate around an axis that is transverse to the direction of 
travel of the item of mail in order to move the item of mail along a guide path, and 
pressure rollers are included with drive rollers in order to apply a counter pressure on 
the item of mail against the printer so as to increase the transfer of ink to the item of 
mail. In other words, if no pressure roller was included in Otani et al's invention, no 
printing would take place. 

As per claim 3, Otani et al discloses: 

wherein the sensing wheel (38, 119) is in drive connection with the drive roller 
(33, 113) arranged downstream in the conveying direction, (Col. 30, lines 5-1 1 , shows 
that the printing regions of the printing heads continue with respect to a direction of a 
printing width which is perpendicular to a conveyance direction of the print medium, 
thereby meaning that printing length is going in the same direction as the conveying 
direction). 

Claim Rejections - 35 USC § 103 

4. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 
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5. Claims 4, 5 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Otani et al (US 6,106,094) as applied to claiml above, and further in view of Gilham (EP 
0 376 575). 

As per claims 4, 5, Otani et al does not specifically disclose wherein, laterally to 
the counterpressure roller 114) cooperating with the drive roller 1 13), a friction wheel 
(109) is provided which is concentric to and freely rotatingly supported relative to the 
counterpressure roller and can be brought into drive connection by the counterpressure 
levers (6A, 6B; 120) with the drive roller (33, 113) which friction wheel drives a further 
friction wheel (126) by means of an intermediate gear formed of intermediate wheels, 
the further friction wheel being in drive connection with the sensing wheel/wherein the 
further friction wheel (126) is supported with the counterpressure roller (1 15, 1 14) on a 
multi-part lever (1 01 ) and is movable against the sensing wheel (38,1 1 9) counter to a 
spring force, however does disclose a printer apparatus for successively printing input 
data at a high speed having an input unit in the abstract, lines 1-2, that includes a paper 
conveying portion constituted by a roller and guide for feeding the printing paper in col. 
4, lines 48-49. 

However, as taught by Gilham, the conveyor portion would contain at least two 
conveyor rollers that rotate around an axis that is transverse to the direction of travel of 
the item of mail in order to move the item of mail along a guide path and would include a 
pressure roller located opposite of the printer in order to apply a counter pressure on the 
item of mail against the printer so as to increase the transfer of ink to the item of mail, 



Application/Control Number: 10/009,680 Page 6 

Art Unit: 3628 

as demonstrated in col. 3, lines 21-27, where it discloses an impression roller together 
with feed rollers that feed the tape past the print head. 

However, in regard to the structure use in claims 4 and 5 to provide the counter 
pressure, since it is noted that, items of mail may not be the same thickness, it would 
have been obvious to one of ordinary skill in the art at the time of the applicant's 
invention for the system of Otani et al as interpreted by Gilham to use a friction wheel/a 
further friction wheel by means of an intermediate gear formed of intermediate wheels/a 
multi-part lever movable against the sensing wheel counter to a spring force, with the 
motivation of using any suitable structure that would have some flexibility in applying a 
constant counter pressure against the printer regardless of the thickness of an item of 
mail, such as friction rollers, lever ands spring, absent applicant's showing of new and 
unexpected results from a particular structural arrangement. 

Response to Arguments 
6. Applicant's arguments filed 9/30/05 have been fully considered but they are not 
persuasive. The applicant argues that Otani et al merely discloses a printing device for 
reproducing printed information with a printer which, compared to the franking machine 
according to the present invention as claimed, does not have the functional 
prerequisites and the necessary structural means, which, in turn, (according to the 
applicant) means that the reference is clearly directed to a device of a type different 
from that of the present invention as claimed. However, as described above in the 
rejection, all of the functional prerequisites/structural means are included in Otani et al 
as shown in detail in the 102 rejection. The means not included in the Otani et al 
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reference (a friction wheel/a further friction wheel by means of an intermediate gear 
formed of intermediate wheels/a multi-part lever movable against the sensing wheel 
counter to a spring force) is shown as obvious when combined with the Gilham (EP 0 
376 575) reference as disclosed above in the rejection. 

For the reasons stated above, the previous rejections have been maintained. 

Conclusion 

7. THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1 .136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the mailing date of this final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Akiba K Robinson-Boyce whose telephone number is 
571-272-6734. The examiner can normally be reached on Monday-Friday 9am-5:30pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, John Hayes can be reached on 571-272-6708. The fax phone number for 
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the organization where this application or proceeding is assigned is 571-273-8300. 
Information regarding the status of an application may be obtained from the 
•Patent Application Information Retrieval (PAIR) system, Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. Status 
information for unpublished applications is available through Private PAIR only. For 
more information about the PAIR system, see http://pair-direct.uspto.gov. Should you 
have questions on access to the Private PAIR system, contact the Electronic Business 
Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a USPTO 
Customer Service Representative or access to the automated information system, call 
800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

Any inquiry of a general nature or relating to the status of this application or 
proceeding should be directed to the receptionist whose telephone number is 703-305- 
3900. 

A. R. B. 

March 28, 2008 

/Akiba K Robinson-Boyce/ 

Primary Examiner, Art Unit 3628 



